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PART I 


THEORY AND PRACTICE UNDER THE ARGENTINE TRADE-MARK 
LAW 


By Dr. Martin Wassermann, Buenos Aires* 


The article by Denis A. Cooper in the September, 1941, issue of The Trade- 
Mark Reporter assumes the difficult task of comparing the trade-mark law of two 
countries, whose written statutes are based on diametrically opposite conceptions. 
While, according to the North American doctrine, the first user is granted a 
monopoly of the mark, and registration has a purely declaratory force, the Argentine 
doctrine favors the theory of the attributive effect of registration as the basis of 
ownership. Use, either prior to, or after registration, is unnecessary (‘‘The use of 
the mark is optional,’ Art. 7 of the Argentine Law). Art. 6 of the law reads as 
follows: 


Exclusive property in the mark, as well as the right to oppose the. use of any other 
mark which might, directly or indirectly, give rise to confusion between the products, 
shall belong to the manufacturer, trader or agriculturist who shall have fulfilled the 
requirements of the law. 


These “requirements” are the application as recorded in the official register, 
subject to certain fees and regulations. Not only the law, but also doctrine and 
jurisprudence deal consistently with the idea of the “property right” and apply this 
concept not onlly to marks but also to surnames, firm names, etc. Thus Art. 42 of 
the Trade-Mark Law provides: 


The name of the agriculturist, trader or manufacturer and that of the firm, the symbol 
or designation of a house or establishment which deals in specific goods or products, con- 
stitute a property right for the effects of this law. 


Argentine Trade-Mark Law No. 3975 goes back to the year 1900, and in the 
more than forty years that have since elapsed the world has radically changed, and 
in this country possibly more than elsewhere. While then Argentine’s industry 
was based almost exclusively on agriculture and cattle-raising, and the nation im- 
ported its necessary machinery and tools mainly from Europe, which in turn pur- 
chased Argentine beef and grain products, the exchange difficulties caused by the 
first World War forced the country to develop its own industry, which has since 
attained an ever-growing magnitude, and, in view of the increased problems of 
exchange brought on by the present conflict, bids fair to reach still greater pro- 
portions. 

It is the experience of every practiced jurist that the law does not always ad- 
vance at the same pace as industry and science; and the modern theory in such a 


* Formerly Professor at the University of Hamburg, Germany. 
1. Translated by A. & E., de Marval, Laws of Argentina, Buenos Aires, 1933. 
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case imposes on the judge the task of filling in the gaps existing between industrial 
needs and the text of an outmoded statute. Following this principle, here in the 
Argentine, as in other countries enjoying a progressive jurisprudence, there has de- 
veloped in the course of the last forty years a judicial ratio dicendi, which strives 
with ever increasing success, to fit trade-mark theory to current needs, even though 
the text of the statute does not always consent; for the “fathers of the statute” in 
their deliberations of forty-two years ago may not have foreseen the cases that so 
often arise today. There are of course even here still individual advocates of the 
doctrine that a liberal jurisprudence of this kind jeopardizes legal stability, and 
that the literal text is the only source of truth—that, in doubtful cases, one must 
ascertain what the lawmaker intended ; but, as a court recently remarked, the men 
who then sat in the Congress and framed the trade-mark law, could not foresee 
how forty years later by automobiles and airplanes distances could be traversed in 
a few hours, which to our fathers in 1900 meant a journey of days and weeks. 

It is also plain that conceptions of business and social morality have greatly 
changed in the last forty years, and in this country perhaps more than in other parts 
of the world. All this the Argentine courts have recognized and expressed in their 
decisions. When I arrived here a few years ago from Europe, I had, like so many 
of my colleagues, no very high opinion of the jurisprudence of a country which did 
not even belong to the International Union (for the Protection of Industrial Prop- 
erty) but had always held aloof. However, from a diligent study of the daily court 
decisions of the past decade at close hand, I have come to the conviction that the 
current decisions of the Argentine courts in this field not only do not fall behind 
others, but may serve as models for many a foreign nation. 

Hence, I comply with peculiar satisfaction to the request of the editors of this 
esteemed periodical to illustrate the excellent article of Denis A. Cooper by examples 
from actual practice, whereby the reader may sketch his own picture of how the 
Argentine courts manage to fit the text of an old law to the spirit of a young industry. 
Judicial literature during recent years is so rich in decisions of this kind that I 
am obliged to confine myself to a small selection of cases that, in my opinion, are of 
particular interest. For their better understanding I deem it useful to inform the 
reader briefly as to the course of local judicial procedure. 

In order to acquire property in a mark, the manufacturer, dealer or agriculturist 
(hereafter I shall speak only of the manufacturer and trade-marks) files an appli- 
cation with the Commissioner of Trade-Marks. The latter, an official of the 
Patent Office, examines the application with respect to whether or not it is in proper 
form, in which case, it is published in the Boletin Oficiel for five successive days. 
Within 30 days from the last publication a third party may file opposition although, 
even in its absence, the Commissioner may refuse registration. 

Under Art. 6, above cited, one may gather that the right to oppose is granted 
only to the owner of a registered mark, and this presumably was the intention of 
the authors of the law. In practice, however, this restriction no longer prevails for 
oppositions are filed because of infringement of other rights, such as rights in 
surnames, firm names, etc. According to Art. 30, the Chief of the Office decides 
the opposition, “if all the interested parties have waived judicial action.” Such a 
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deference to court decision, however, almost never follows, so that in practice this 
proviso is very seldom applied. Almost always the case is brought before the 
judge in such a way that the applicant files a complaint against the opposer, re- 
questing the judge to hold the opposition as “unfounded.” In the lower court 
jurisdiction is by a Federal judge, who, however, first obtains the opinion of the 
procurador fiscal (state’s attorney). From his decision appeal lies to the “Camara 
Federal” of the second instance, which likewise consults with its own state’s attorney 
(Fiscél de la Cémara). From the decision of the second court final appeal lies to 
the Supreme Court, which gives the Procurador General of the nation opportunity 
to submit expert testimony,—that is, no less than three court hearings with three 
submissals by different state attorneys. 

Apart from this purely ex parte litigation, the applicant is often obliged to fight 
out a no less bitter struggle with the Commissioner, who denies registration to the 
mark, because he deems it unlawful (examples of this will follow), or because he 
believes it to conflict with a mark already registered ; that is, the Commissioner feels 
himself called upon to protect the legitimate interest of the consumer and hence on 
his own initiative usually denies registration to similar marks with the consent of 
the owner of the prior mark. On this point, note the examples to follow.’ 

A more frequent ground for rejection is found in Law No. 11,275 on the 
“Identification of merchandise,”’ which forbids the use of marks for secret products, 
that contain words in a living foreign language.* From such decisions appeal may 
be carried through three higher courts, and this repeatedly happens. 

After registration of the mark there is still possible a suit for cancellation, which 
anyone may bring who deems himself damaged by the registration, ordinarily the 
owner of an older mark who has neglected to file opposition. Here, too, the three 
court appeals with the three-fold hearings before the states attorneys. 

As already noted, Trade-Mark Law No. 3975 governs not only property in 
marks, but also protects the surname, business name or sign of the dealer, agricul- 
turist or manufacturer on the same principle as the mark itself, yet with the dif- 
ference that here not registration but use bestows the right, for the law of 1900 
recognized and applied in this country the Franco-English system with respect to 


names, etc., while, in the case of marks, it followed the German registration system. 
Art. 43 of Law 3975 reads as follows: 


He who wishes to engage in an industry, business or branch of agriculture already 
exploited by another under the same name or distinctive designation, shall adopt a modi- 
fication the effect of which shall be to make said name or designation visibly different 
from the one used by the house or establishment already existing. 


Art. 46 reads: 


The right to the exclusive use of a name as property shall end with the cessation of the 


business house bearing it, or with that of the exploitation of the branch of industry or 
agriculture. 


2. For my own contrary opinion, see the articles “El legitimo interés del consumidor y el 
derecho de marcas” in Jurisprudencia Argentina, December 30, 1941. 


3. Cf. Cooper’s examples in T.-M. Rep., vol. 31, page 115. 
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Article 47 prescribes that the registration of a name is not necessary, unless it 
forms part of the trade-mark itself. 

This different treatment of a mark as compared with surname, firm name, etc., 
leads often to law suits if the formal trade-mark right conflicts with the practical or 
material property right growing out of prior use, and especially if there has been 
extensive advertising in connection with the first use. The following examples 
from court decisions will convince the reader more than all theoretical explanations. 

In the Bulletin, vol. 35, page 295, I reported in brief a litigation between Philip 
Gloelampen Fabrieken and the Philadelphia Storage Battery Company regarding 
the mark “Philco,” decided in favor of the plaintiff, which had used the mark 
“Philco” for many years, but had not renewed its registration. 

A side-light on this case, also mentioned by Cooper (page 117), is seen in the 
“Sancy” case, which was carried through all three courts. In this country, “The 
Sancy” is a well-known toilet soap, put out by the local house of ‘“Perfumeria 
Dubarry.” The words “Le Sancy” were registered as a trade-mark by this firm 
many times, especially in 1928, for goods in Class 16 (fabrics, footwear and clothing, 
perfumery), also in the same year for perfumes and toilet articles; later, in 1937, 
for shaving soap and in 1932 for toilet powder. The same mark was registered by 
another firm for the other articles in Class 10, without opposition by Dubarry, who 
later brought suit to cancel the registration and won in the lower court. The 
Federal Court, however, reversed the decision and dismissed the complaint. The 
Supreme Court, on the other hand, affirmed the judgment of the lower court, and 
referred to a decision, handed down by it several weeks before, namely, on June 28, 
1940, involving the mark “Geniol,” which I mentioned in the Bulletin of March, 
1940 (vol 35, p. 60).* 

The same firm, Parfumeria Dubarry, S. A., became involved in further litigation 
regarding the name “Dubarry,” wherein the following facts appear: 

The firm of Richard Hudnut had since 1908 been the owner of a mark registered 
here for goods in Class 16 (confections, etc.), and consisting of the portrait and 
signature of the well-known Madame Dubarry. In 1928 it applied to register the 
words La Dubarry as a word mark, that is, without the portrait, whereupon Par- 
fumeria Dubarry filed opposition, which Richard Hudnut failed to contest. Re- 
cently Hudnut applied again to register the word mark and Parfumeria Dubarry 
once more filed opposition. Then Hudnut appealed to the court, alleging the op- 
position to be unfounded. The defendant replied that the name “Dubarry,” in con- 
sequence of its wide business expansion and advertising over a period of years, had 
become so well known that the public recognized it as the abbreviation of the name 
“Parfumeria Dubarry”; it passed current with this meaning and had, moreover, 
been registered by defendant in several classes, among others, in Classes 1 and 2, 
whose goods were in part “of the same character, and of the identical use and 
destination” as those of Class 16, and were sold in the same stores. The conduct 
of Richard Hudnut showed that it sought to take advantage of this fact, for, since it 
already owned a “Dubarry” mark consisting of the name and picture, it had no 
excuse, either in 1928 or today, to protect anything more than the mere word mark. 


4. The text and opinion of the Geniol case were published in Patentes y Marcas, 1940, 
p. 361; those in the Sancy case in 1939, pp. 70, 382, and in 1940, p. 367. 
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The federal judge on April 14, 1941, in a thoroughly grounded decision, dis- 
missed Hudnut’s complaint, citing the oft mentioned decision in the Geniol case, as 
well as the author’s’ note in Jurisprudencia Argentina, vol. 68, p. 424, in which 
appears a compilation of foreign decisions supporting this point of view. From this 
we can see that foreign jurisprudence has much of interest for the Argentine courts. 

The Federal Chamber (Camara Federal) affirmed this decision on July 30, 
1941.° 


III. HERMES 


The “Société Hermes” of Paris is the owner of a business founded some hundred 
years ago by Emile Thierry Hermes, continued by his descendants and in 1928 
changed into a corporation by his grandson, Maurice Emile Hermes, under the 
designation (Hermes, Inc.), whose president is the gentleman mentioned. In the 
name of this individual two marks were registered in the Argentine Patent Office 
in September, 1927, in Classes 16 (confections) and 19 (leather goods), containing 
the word “Hermes.” Ten years later these lapsed for failure to renew. A certain 
Pablo Nasute, a Buenos Aires merchant, who with his brothers carried on a busi- 
ness, but had separated from his partners, on June 24, 1938, with his sons Robert 
and Carlos, founded a company under the name “Sociedad Hermés de Responsi- 
bilidad Limitada,” which was entered in the business register on October 3, 1938. 
This company opened in the “Florida,” the principal business street of Buenos 
Aires, a shop carrying leather and similar goods, like those dealt in by the Paris 
firm in its store in the Faubourg St. Honoré, and placed on the store front the 
legend ‘“‘Paris-Buenos Aires” (the word Paris was subsequently removed). 

Prior to the registration of the company, Pablo Nasute on June 3, 1938 had 
filed application to register in his name a mark for goods in Class 16, consisting of 
the word “Hermes” and the picture of a caduceus (wand of Mercury) ; despite 
opposition, this mark was granted him on September 10, 1938. Several days later, 
namely, on September 23, 1938, he wrote a letter to the Paris house, asking it to 
make him its representative. As this request failed, he informed the Paris firm on 
October 23 of the registration of his mark, and, this also being without result, on 
November 3 requested the Paris house to ship no goods to the Argentine in Class 16 
bearing the name Hermes, as this “will make it necessary for us to proceed to the 
prompt embargo of the merchandise thus imported.” 

This threat Mr. Nasute made good. When the traveling salesman of the Paris 
firm came to Buenos Aires and went to his hotel, bringing with him some forty 
ladies’ handbags and other articles of Class 16, all of which bore the legend “Hermes, 
Paris, Fauborg St. Honoré,” Nasute obtained the confiscation of the objects, which 
was granted him by the civil magistrate, and at the same time, filed complaint 
against the salesman on the ground of usurpation and infringement of his mark. 

The Paris concern, presumably not till then aware that the two marks registered 
in the name of Emile Maurice Hermes had lapsed through failure to renew, 
applied to register two new marks with the word Hermes in Classes 16 and 19, 
whereupon the newly formed company filed opposition. The Paris house replied 


5. Patentes y Marcas, 1941, pp. 160 and 340. 
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stressing the unfair use of the business name “Hermes,” unfair competition, the 
nullity of mark No. 177290, alleging unfounded opposition to the new marks, and 
prayed for costs and damages. 

In the court of first instance both judges rendered judgments on the same day, 
December 31, 1940, the justice in the corrective section finding the salesman guilty 
of infringement of the mark and condemning him to fine and imprisonment, while 
the civil magistrate held mark No. 177290 as null and void, restrained the Argentine 
company from the use of the word “Hermes” and declared its opposition to the 
new applications as unfounded.® 

The diametrically opposed decisions of the two judges are not something un- 
heard of. It was perhaps not by accident that the two decisions were handed down 
on the same day, but there was evident a self-conscious attitude on the part of the 
correctional justice who gave due credit to the records in the civil suit, and this 
judge was aware that a suit for cancellation of mark No. 177290 was in progress. 
That he, nevertheless, preferred a conviction was due to his dissenting judicial 
view, since he adhered to the standpoint that a foreign company, which like the 
Paris concern, had no branch in the Argentine, even no permanent representative, 
enjoyed no protection for its name—“‘it lacked all right to invoke the protection 
which the trade-mark law grants to industrialists and merchants, who carry on their 
activities in Argentine territory according to Arts. 42-47.” 

In the civil action, however, the court based its judgment on the following 
grounds: The legal provisions for the protection of the name make no distinction 


between Argentine and foreign concerns. The Commercial Code (Art. 285), em- 
powers a company which is located in a foreign country under the laws there in 
force, and has no branch, affiliate or representative in this country “to carry on in 
the Republic the respective acts of commerce that are not contrary to the national 


” 


law.” Moreover, in so far the decision of the civil magistrate deserves notice, 
when it declares it incompatible with the basic principles of modern jurisprudence, 
that Nasute should have attempted to capitalize on the failure of the Paris firm 
to renew its registrations, in order to derive profit from another’s labor and to en- 
rich itself in a dishonest manner. 

The court of second instance, the Camara Federal, on May 12, 1941, affirmed 
the decision of the civil magistrate and reversed the decision of the corrective 
court, acquitting the salesman.’ 


No decision of the Supreme Court has been rendered to date (January 15, 1942). 


IV. ““CINZANO” 


The world-famous mark “Vermouth Cinzano” was originally imported to the 
Argentine from Italy by the “S. A. Importadora de Productos Cinzano,” organized 
for the purpose. For some time it has been produced in this country by the suc- 
cessor of this firm, the “Sociedad Francesco Cinzano y Cia, Limitada,”’ which 


6. Patentes y Marcas, 1941, pp. 2, 7, Jurisprudencia Argentina, No. 966, August 9, 1941, 
Wassermann, “The Protection of Personal Names and Foreign Companies.” 
7. Patentes y Marcas, 1941, pp. 235, 236. 
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operates with a large capital. “Cinzano” vermouth is very much in demand here and 
enjoys popularity in wide circles of the public; the producer makes constant use 
of advertising in the daily press and in other ways carries on an active propaganda 
for its mark. In 1937 a company was formed in the Argentine, the purpose of 
which was the manufacture and sale of vermouth liquors and similar beverages, 
under the firm name of “Sociedad Anénima Melchiorre Cinzano y Cia, Argentina.” 

As president of this company Melchiorre Cinzano was chosen, presumably a 
descendant of the founder of the older firm, although his capital stock in the com- 
pany was but meager. 

The S. A. Francesco Cinzano y Cia, Ltda., filed complaint on the ground of 
unfair competition and won in all three courts: the federal judge ordered the de- 
fendant “‘to eliminate from his name the word ‘Cinzano,’” basing his decision on 
the fact that “By reason of the reputation which the complainant had attained by 
long years of effort for its ‘Cinzano’ vermouth, it necessarily follows that the re- 
spondent company can count on some patronage in justice and equity by devoting 
itself to the same commercial and industrial activity as the plaintiff and the adoption 
of the same designation ‘Cinzano’ as integral part of the firm name.”* 

The Camara Federal affirmed this decision on December 23, 1940, “on its merits” 
and on the ground of several earlier decisions in analogous cases.* 

On August 11, 1941, concurring with the opinion of the Procurador General, 
the Supreme Court dismissed defendant’s appeal.” 


V. “WILLIAMS” 


The firm of Edward Williams, of Foundry Lane, Birmingham, for many years 
has been importing in considerable quantity goods in Class 12 (namely, transport 
machinery and apparatus and appliances in general, and parts and accessories there- 
for, such as locomotives, railroad rolling stock, cranes, etc.). It places on its 
products the name “Williams,” in consequence of which it has become very well 
known in the circles concerned. 

A certain Dennys Glynne Williams applied to register the word “Williams as a 
trade-mark for goods in Class 12, and assigned his interest therein to the firm of 
Boglio Brothers. The English house filed opposition, whereupon the assignee re- 
plied, averring the opposition was unfounded, since the opposer possessed no trade- 
mark. ~ 

The federal judge dismissed the complaint, basing his decision on the judgment 
rendered by him and the Camara Federal in the Hermes case.” 

The instant case was distinguished from the Hermes case only by the fact that 
that case had to do with a mark already registered, while in the Williams case the 
mark had not been granted, but was only pending.” 


8. Patentes y Marcas, 1940, p. 440. 
9. Patentes y Marcas, 1940, p. 715. 
10. Patentes y Marcas, 1941, p. 375. 
11. See note 7 above. 

12. Patentes y Marcas, 1941, p. 330. 
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The Camara on September 22, 1941, affirmed the above decision “on its merits,” 
and also because the assignor was not actually a manufacturer or dealer and hence 
not eligible to apply for a registration, for this would mean leaving it open to 
mere speculation by permitting marks to be registered by those who had no such 
right.” 

VI. “Sotvay” 


A very interesting action is now before the Supreme Court, and although the 
Court has not yet rendered decision, I am loath to pass it by without mention, since 
the decisions of the lower courts have appeared in the press, and certainly should 
be of interest to North American readers. It has to do with the contest for the 
world-famous mark “Solvay.” 

Application to register this mark in Class 1 (Chemical substances used in in- 
dustry) by the American firm of The Solvay Process Co. was opposed by the 
Belgian firm of Solvay & Cie, and the applicant answered claiming that the opposi- 
tion was unfounded. The Belgian concern justified its opposition on two grounds: 
First, “Solvay” was the name of Ernest Solvay, who in the year 1862 invented a 
process for the manufacture of bisodium carbonate, and in 1863 founded the firm 
of Solvay & Cie in Brussels for the exploitation of his invention. This factory, it 
averred, put out 60 percent of the world’s supply of bisodium carbonate and was 
therefore well known throughout the world. Of the present business partners two 
bore the name “Solvay.” The American company was originally a branch of the 
Belgian house and obtained from the latter permission to use the firm name “The 
Solvay Process Company.” This title it had registered in the Argentine some 
twenty years before, and had then naturally sought to register the word “Solvay” 
as a trade-mark, but abandoned the application because of the opposition of another 
firm and contented itself with the mark “The Solvay Process.” This mark had 
been duly renewed and was still protected in the Argentine. The present appli- 
cation to register the mere word “Solvay” was an attempt unlawfully to capitalize 
on the reputation of the Belgian parent house. As a further argument the opposer 
averred that the word “Solvay” was no longer registrable, but had fallen into the 
public domain, since the process invented by Ernest Solvay had in the meantime 
become publici juris and no longer enjoyed protection. 

On April 23, 1941, the federal court decided for the applicant and held the 
opposition unfounded; the Belgian company had no right to oppose, for it was 
located in a foreign country, and had fulfilled none of the requirements, which, under 
the Hermes decision, formed an indispensable condition for a foreign concern to 
base its claim to the protection of its civil or business name in the Argentine, since 
it neither “lived, resided or operated” in the Republic (Art. 1, Civil Code). , Both 
partners bearing the name “Solvay” could validate their presumed right to oppose, 
but not through the intermediary of the respondent which was a “third party” ; the 
common use, on which the respondent chiefly relied, had not been proven; the 
earlier application by the complainant to register the mark “‘Solvay” and its subse- 
quent alteration to “Solvay Process” afforded no proof; furthermore, the re- 


13. Patentes y Marcus, 1941, p. 445. Cf. Cooper, T.-M. Rep., 1941, pp. 1, 12. 
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pondent had itself applied to register two marks which contained the word “Solvay,” 
and successful oppositions had been lodged against these applications by a third 
party. 

The court of second instance affirmed this decision and dismissed the appeal of 
the American house, thus holding the opposition well founded. It disapproved the 
narrow application which the lower court had given to the protection of the name 
of a foreign concern, and followed a decision from the year 1912, which held that: 


Articles 42, 45 and 47 do not differentiate between nationals and aliens as concerns 
establishing ownership in a name under the law, wherefore, it is the duty of the judge not 
to make this distinction in prejudice of the rights of the latter, thus favoring dishonest 


competitors who prefer to adopt a mark in another country, or a name known’ and 
established.?® 


The decision of the Supreme Court has not yet been rendered. 


VII. La Capita 


In the Bulletin, vol. 35, p. 70, I reported a litigation involving the firm name 
“La Imperial.” The following case forms an opposing side light on that decision : 

The firm of Campo & Martinez carries on in Buenos Aires a clothing and haber- 
dashery business under the name “La Capital,” and has been using this name for 
twenty years after a fifteen-years’ use by its predecessor In December 28, 1938, 
it registered the name as a business name, while a long time previous it had regis- 


tered it as a trade-mark for Class 15 (clothes and fabrics in general ; knitted fabrics, 
table linen and undergarments), and Class 16 (ready-made clothing, footwear, 
tailored garments, headgear, millinery, dresses, lace, fans, umbrellas, gloves, per- 
fumery, and leather goods). Sales of the trade-marked goods amounted in recent 
years to 350,000 pesos annually, a third of which was confined to the province in 
which is situated the city of Bahia Blanca, where it has an agency, 600 kilometers 
from the Capital. Moreover, it advertised in the local (Buenos Aires) press and 
by radio. 

The firm of Albinarrete, Boher & Company recently opened in the city of Bahia 
Blanca a clothing and harberdashery store to which it gave the name “La Capital.” 

This name it had recorded in the local register of business names on January 13, 
1939. The older firm thereupon sued for injunction and obtained from the court 
of Bahia Blanca an order requiring defendant to give up the use af the title “La 
Capital” within sixty days. The court remarked that, on the question of the scope of 
protection granted a trade-name, the courts were of different opinions, which was 
due to the changed conditions of living and to the 


progress in the matter of communications, advertising and sales methods. In fact, it could 
be logically admitted that, at an epoch in which the social and economic life hardly over- 
stepped local boundaries, it was sufficient to protect the ownership of the business name in 
the city or community where it had developed, for there was apparently no property dam- 


14. Patentes y Marcus, 1941, p. 175. 
15. Patentes y Marcas, 1941, p. 445. 
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age due to the fact that in another town, distant from the sphere of influence, and lacking 
rapid communication and the influence of purely local advertising, there should be estab- 
lished another business with the same name. But the advanced technique of the last 
epoch, rail and highway communications, the improved postal service, the use of modern 
systems of advertising which spread news throughout the Republic and reach its farthest 
corners by means of the radio, have made it evident that the value of the business name 
transcends the territorial bounds of the place where it is established, and acquires national 
importance. 


Citing the decision of the Supreme Court, affirming that of the Camara Federal 
of Buenos Aires,”® the judge took the modern view, basing his decision on the fact 
that, even if changes had not taken place in the past and present, they might occur any 
time in the future ; since, however, up to a year ago, most courts would have decided 
in favor of the respondents and the latter, therefore, had assumed the designation 
“La Capital” in good faith, the court did not lay the entire costs of the suit on the 
respondents, but divided them between the parties.” 


VIII. La Cabana 


The same question formed the subject of the following litigation: 

Francisco Lapietro is the owner of a restaurant adjoining the Farilla grill in 
Buenos Aires, which for years bore the name “La Cabana.” The name had also 
been registered as a mark for wines. 

In Rosario Messrs. Souza and De Paris also opened a restaurant with Parilla 
and affixed thereto a shield bearing the words “La Cabana,” placing these words 
also on the labels of the wines dispensed there. Rosario is a town about 400 kilo- 
meters from the Capital and an important provincial and seaport town. 

The proprietor of the leading restaurant filed suit to enjoin the use of the mark 
and symbol. The respondents voluntarily abandoned the use of the words “La 
Cabana” on the wine labels, but denied complainant’s right to forbid the use of the 
contested designation as a firm symbol. Ina very carefully grounded decision the 
Federal Court of Rosario dismissed the complaint (except as to the wine labels) 
basing its decision somewhat as follows: 


Even though the respondents had placed on the facade and on the awning and curtains 
of their restaurant the words “La Cabana,” the outer appearance of the saloon differed so 
markedly from that of the principal restaurants of the complainant that it could be assumed 
that the respondents had abandoned the intention of deriving profit from the repute of the 
complainant’s business. A competition between the two restaurants did not exist, even 
though occasionally a customer of the complainant during a visit in Rosario was said to 
have been induced by the name to put up at the respondent’s place, and received an un- 
favorable impression of the restaurant in Rosario, since this did not compare in size, 
get-up, lighting, and possibly in cleanliness, with complainant’s restaurant. 


All this would not prevent the customer from resorting to the “La Cabana” on 
his return to Buenos Aires.” 


16. Patentes y Marcas, 1939, pp. 378 ad 664; also 1940, p. 357. 
17. Patentes y Marcus, 1941, pp. 108-111. 
18. Patentes y Marcas, 1941, p. 232. 
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The Camara Federal of Rosario on August 6, 1941, nevertheless, reversed the 
decision and ordered the respondents to remove the legend “La Cabana” from the 
facade within fifteen days and from all printed matter read by the public. Among 
the grounds for this decision, the following considerations are to be noted: 


Even though the court in weighing existing relations did not give full credit to prevail- 
ing conditions, especially disregarding the numerous, easy, rapid and comfortable means 
of communication, and the frequency of trips between the two cities, it left untouched the 
possibility of future damage. It was, however, complainant’s right to risk such future 
encroachments. The theory that it was impossible to defend his property right through- 
out the country would amount to leaving open to judicial determination the limits of the 
sphere of influence of his business, and, at the same time, the absurdity that other dealers, 
farther from such sphere, by using his name and reputation, might prevent the lawful 
expansion of his business.’® 


IX. ALBA 


An excuse for many suits lies in the fact that the Argentine classification, like 
that of many other countries, does not approximate the ideal. The decree of July 
30, 1902, referring to classes created twenty-five classes, which, however, have a 
fiscal rather than a legal significance ; for one who is obliged to register a mark in 
several classes must pay the fees in each class. Most manufacturers produce goods 
which do not fall in the same class ; and the merchants who use a trade-mark restrict 
themselves still less to the goods that fall in one class: There are many differences 
among the classes; thus, for example, soaps fall into three classes, namely, 14, 
“cleansers for cloth, leather, metals, wood, etc.” ; in class 2, “substances and products 
employed for medicinal, pharmaceutical and veterinary and hygienic purposes” ; 
and in class 16, “perfumery.” 

It often happens that in the same business goods of different classes are sold, so 
that a business which formerly put out only a few articles extends its activities. 

Moreover, since the introduction of the above classes customs have changed in 
many ways ; many shops have sprung up which sell goods unlike those of other times, 
which fact corresponds with industrial changes brought about by the World War, 
and also with the growth of the chain stores and one-price shops. This accounts 
for the fact that the original registration of a mark in one or several classes no 
longer meets the needs of a business man, and if he desires to register the same mark 
for additional goods, he finds that it or a similar mark has already been registered 
to his competitors in other classes. It also happens that certain marks form part 
of a firm name that has meantime become well known, which causes further diffi- 
culties. This is illustrated by the following case: 

The S. A. Alba Paint Factory had registered the word “Alba” only for goods 
in Class 10 (ironmongery, cutlery; painting materials, cordage, locksmith’s work ; 
hardware, and ironware; household goods; fancy ware and tinware; cables other 
than electric; canvas goods; frames and mouldings; wickerwork and the like). 
When another firm, Manuel Hernandez & Co., applied to register the word “Alba” 


19. Patentes y Marcus, 1941, p. 373. 





meat ne 


fe PE NAT REN NIE WR RBC 


46 THIRTY-SEVEN TRADE-MARK BULLETIN 


for candles, which fall in class 3, the Alma Company filed opposition, not only on 
the grounds of its registered mark, but also on its firm name. Despite the appli- 
cant’s protest, both lower courts held the opposition as well founded.” 

But the Supreme Court on April 21, 1941 declared the opposition unfounded 
and decreed the registration of the mark.” 

This high court decision is remarkable because of its detailed findings; it held 
the opposition unwarranted so far as it was based on the registered mark, since 
between the goods of class 10 and candles there was no relation sufficient to cause 
confusion. So far, however, as the opposer based its claim on right to its name, it 
was theoretically correct ; ‘the right arises from its use, is maintained by the opera- 
tion of the business and does not require registration,’ while the mark alone is de- 
pendent on registration, duly certified. The use of a mark lacks any legal value, 
while that of the name bestows such right on him who uses it. Our law is attribu- 
tive with respect to the mark (Art. 8) and only declarative with respect to the name 
(Art. 42) unless this forms part of the mark, in which case it must be registered” 
(Art. 47). 

That the Supreme Court, nevertheless, declared the opposition unfounded is 
due to the peculiar facts in the case. It had been represented that the word “Alba” 
was already registered in the most diverse classes for no fewer than fourteen differ- 
ent firms, without the respondent ever having filed objection. 

If, in certain earlier decisions, the Supreme Court had held an opposition well 
grounded, even though different goods were involved, this occurred only in certain 
cases in which special circumstances pointed to confusibility. Such circumstances, 
however, were not present in the instant case, where the mark had been registered 
so many times for various firms. 


X. MADERAS 


The above noted decision by the Supreme Court has been of deciding influence 
on decisions in the following cases: 

For the firm of S. A. Myrugia two marks were registered, namely, in 1921 the 
words ‘“‘Maderas de Oriente” and in 1927 the word ‘“Maderas,” both in class 16, 
which, as we have seen, includes perfumery. For infringing this mark a certain 
merchant was convicted by the criminal court in 1939 for using the mark “Maderas 
Roseto.”” 

This decision was affirmed on May 30, 1940, by the Camara Federal.” 

A second dealer, A. K., was later held guilty of infringement by the use of the 
legend “Maderas de Nilo.”™ 

In deciding the case the court followed an earlier decision which held the use 
of the name “Maderas de Arabia” an infringement.” 


Decision of June 18, 1940, and October 18, 1940, Patentes y Marcas, 1940, p. 590. 
Patentes y Marcas, 1941, p. 167. 
Patentes y Marcas, 1939, p. 587. 
Patentes y Marcas, 1940, p. 232. 
Patentes y Marcas, 1940, p. 455. 
Patentes y Marcas, 1932, p. 124. 
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In the last two cases the accused seems to have been satisfied with the judg- 
ments, for no decisions of the higher courts have appeared. Quite the contrary, 
however, appears in a civil suit which Myrugia instituted against the manufacturer 
F. B. The latter was condemned by the federal judge to imprisonment for three 
months (which, however, was suspended), and ordered to pay damages of 3,000 
pesos.” He had sold extracts bearing the notation registered to the complaintant, 
which he justified on the ground that extracts fall in class 1, for which Myrugia 
had no protection; moreover, the word “Maderas” was not eligible to protection, 
because it indicated the wood from which the essences required in the manufacture 
of perfumery were distilled. This argument, however, did not weigh with the 
judge, who viewed the words “Maderas de Oriente,” following the testimony of the 
court expert, as a purely fanciful appellation, and pointed to the fact that the re- 
spondent listed the essences in his catalog almost exclusively as material for the 
manufacture of perfume and, in some cases, not even under the name essences, but 
rather as perfumery.” 

A different view was taken by the Camara Federal, which on May 9, 1941, re- 
versed the decision and acquitted the accused.” 

This decision was based on the ground that, in criminal suits, a broad interpre- 
tation of the law was not proper. As complainant’s marks were registered only in 
class 16, the respondent could not be punished for not having used them on goods 
of this class. 

The new jurisprudence has, indeed, in certain cases given the trade-mark owner 
the right to oppose, when the same mark was applied for different goods; but, as 
the Supreme Court had held in the Alba case, this principle was restricted to special 
cases, in which unusual circumstances were present, which was not true in the 
instant case. 

This judgment the complainant appealed to the Supreme Court, although no 
decision has been rendered to date (January 15, 1942). 


(To be concluded) 


H. M. McLARIN 


It is with deep regret that we announce the untimely death of Mr. H. M. 
McLarin, trade-mark counsel to the Standard Oil Company of New Jersey and for 
many years a staunch friend of our Association. 

Mr. McLarin had recently served as a member of the Association’s Federal 
Trade-Mark Committee. He had likewise been a member of the Committee on 
Patents and Trade-Marks of the National Association of Manufacturers. His 
profound interest in progressive trade-mark legislation made him a leader in recent 
efforts toward the enactment of a new Federal Trade-Mark Act. In recognition 
of his outstanding contributions to the preparations of a new law, he was appointed 
a member of the Coordination Committee, formed by the N. A. M., upon a sug- 


26. Patentes y Marcas, 1940, p. 452. 
27. Patentes y Marcas, 1941, p. 250. 
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gestion of the United States Trade-Mark Association. It was largely through his 
unceasing devotion to this work that the Coordination Committee eventually sub- 
mitted a draft of a new trade-mark statute satisfactory to all the groups represented. 

Mr. McLarin was also a frequent contributor to the Trade-Mark Reporter and 
June, 1941, published a comprehensive leading article on the Lanham Bill. 


The trade-mark profession as a whole, as well as the United States Trade-Mark 
Association has lost one of its leaders. 


TRADE SLOGANS 


Since our last published list, the following trade slogans has been entered on the 
records of the Association: 


“Tf it’s Cities Service, it Has to be Good’—Cities Service Oil Company. 


WANTED 


For a limited time we will pay the sum of Fifty Cents each for the fol- 
lowing issues of THE TRADE-MARK REPORTER delivered at this 
office in good condition for binding: March, 1935; October and December, 
1938, and January, 1939, and the Index to vol. 30. 


For copies of the June, 1941, issue we will pay $1.00 each. 


FOR SALE 


A complete set of THE TRADE-MARK REPORTER (except vol. 
31), thirty volumes bound in brown buckram and in good usable condition, 
delivered, $110.00 


Master Index and Digest, vols. 15-26, inclusive, cloth or buckram, 
$10.00. 


Also odd bound volumes, in cloth and buckram, at the regular prices of 
$5.00 and $5.50, respectively, new ; also a few used volumes. 


Amdur’s “Outline of Trade-Mark Law,” paper covers, $.75, postpaid. 


Address: Unitep STATES TRADE-MarK AssSOcIATION, 522 FIFTH 
AVENUE, NEw York City. 
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